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Opi ni on by Bucher, Adm nistrative Trademark Judge:

X Technol ogy, Inc. seeks to register this mark:
X7

Xtchnolo oy
incorporate 1!%}

(with the wording, X TECHNOLOGY | NCORPORATED, di scl ai ned)
for services having an anended recitation as foll ows:
“advertising of personal conputers, personal conputer
nonitors, nother boards, nodens, random access nenory for
personal conputers, conmputer supplies, nultinmedia conponents

for personal conputers and parts for personal conputers, on
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a website, in nmail order related magazi nes and i n nmagazi nes
directed to personal conputers,” in International Cass 35.1
Fol I owi ng publication of the mark for opposition and
I ssuance of the notice of allowance, on August 13, 1999,
applicant submtted a Statenent of Use acconpani ed by
speci mens consi sting of |abels used on goods.

The new Trademar k Exam ning Attorney assigned to review
the Statenent of Use issued a final requirenent for the
subm ssion of a substitute speci nen show ng use of the mark
in connection with the services identified in the
application. The Trademark Exam ning Attorney contends that
whil e the specinens of record show use of the mark in
connection with goods, and perhaps even in connection with
the sale of conputers and conputer peripherals, there are no
speci mens showi ng use of the mark in conjunction with
advertising services for others.

Appl i cant has appeal ed. Both applicant and the
Exam ning Attorney have filed briefs, but applicant did not

request an oral hearing.

! Application Serial No. Serial No. 75/229,690 was filed on
January 22, 1997 by Quark Technol ogy, Inc., based upon applicant’s
al l egation of bona fide intention to use the mark in conmmerce in
connection with the identified services. The official name change
to “X Technol ogy, Inc.” was recorded in the Assignnent Branch of
the United States Patent and Trademark O fice at Reel 1777, Frane
0269.
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When this intent-to-use application was originally
filed, applicant recited its goods/services as “conputer
equi pnent, conputer peripherals, multinedia kits, retail,
whol esal e and mai | order sales of computer hardware, and
conputer related information services, nanely, advertising
and pronoting of conmputer related equi pnment, conputer
peri pherals and nmultinedia kits on an internet website,” in
International Cass 7 (sic). Inthe initial Ofice action,
the Trademark Exam ning Attorney expl ai ned a nunber of
reasons why the above fornmul ati on was unacceptable. In two
successi ve anmendnents, applicant anmended the recitati on of
services, appearing to limt the recital of services to the
“advertising of personal conmputers ...” |anguage |isted
above.

Fol | owi ng publication, applicant submtted its
Statenent of Use with |labels as its specinen of use. They
are a fairly exact representation of the mark as shown in
the drawi ng. However, because they appeared to be | abels
used on goods, the Trademark Exam ning Attorney refused them
as unacceptable for the recited services. Applicant then
submtted copies of its Wb pages as well|l as a copy of a
t wo- page advertisenent that appeared in the January 1997

i ssue of Conputer Shopper. The Trademark Exam ning Attorney

rejected the Web pages and these advertisenents as well,
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noting that they did not show the applied-for mark being
used in connection with advertising services for others.

The Exam ning Attorney contends that while the Wb
pages and advertisenents nmay denonstrate that applicant is
offering retail or mail-order services under the applied-for
mark, that is not the sanme as, or enconpassed by, the
services as specified in the anended recitation of services,
and that applicant is limted in this application to a
recitation of services enconpassed by the anmended recitation
of record.

On the other hand, applicant contends that it now finds
itself in a “Catch 22" situation. Applicant’s intention
t hroughout was to obtain a registration for its mark used in
its own whol esale and retail sales of conmputers and conputer
peri pherals through mail order and on-line contacts.
Applicant clainms that in trying to foll ow the suggestions of
the original Trademark Exam ning Attorney, it now di scovers
that its recital is |imted to advertising services for
others, a service it does not provide. In fact, applicant
contends that factually, the Trademark Exam ning Attorney’s
conclusion is an arbitrary one, as nowhere does its recital
mention “advertising services” directed to third parties.

Applicant contends, essentially, that it is manifestly

unfair of the Ofice to require a nore specific recitation

- 4 -



Serial No. 75/229, 690

of services prior to applicant’s subm ssion of its specinens
and Statenment of Use, and then to reject the specinens in
view of the limted recitation of services.

We find that logically, the anended recital, to be
given any neaning at all, nust be read to refer to
advertising services provided for the benefit of others. As
argued by the Trademark Exam ning Attorney, advertising
one’s own goods or services is sinply not a recogni zed
servi ce under the Lanham Act. See In re Reichhold

Chem cals, Inc., 167 USPQ 376 (TTAB 1970).

As originally filed, the broad listing of goods and/ or
services was quite anbiguous. In the initial Ofice action,
the Trademark Exam ning Attorney provides various
suggesti ons on changing the identification of goods and/or
recital of services. Being an Intent-to-Use application,
the Trademark Exanmi ning Attorney had no specinens to guide
her in offering suggestions. However, she nmade suggestions
for amending the identification of goods and/or recital of
services to acceptabl e | anguage for goods (conputers and
peri pherals) classified in International Cass 9; for
retail, wholesale and mail order catal ogue services
featuring conputers and peripherals, etc., classified in
International Cass 35; or advertising services for others,

also classified in International Cass 35 Wth hindsight,
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it appears as if applicant, with its amendnent of March
1998, should have adopted the identification of goods in
International Class 9 (if the applied-for mark is actually
used on |l abels affixed to the hardware or containers), or a
recital of services namng mail order catal ogue services, in
I nternational C ass 35.

Regardi ng applicant’s argunent, our rules and precedent
clearly require us to consider the recitation of services as

anended. See Trademark Rule 2.71(a) and In re Swen Soni c

Corp., 21 UsSPQd 1794 (TTAB 1991). In this regard, we point
out that at the time the recitation of services was anended,
t he application contai ned no speci nens of use and only
applicant was in a position to know the nature of the goods
or services upon which it intended to use the mark. It was
applicant’s responsibility to set forth an anmendnent to its
identification of goods or its recitation of services that
accurately reflected its intended use of the mark.

Hence, we concl ude that nowhere do the |abels, the Wb
site or the nmgazi ne adverti senents show use of the applied-
for mark as a service mark for the recitation of services as
anended, e.g., advertising of personal conputers, etc.

Decision: The refusal is affirnmed on the ground
that the Trademark Exam ning Attorney properly required

substitute specinens for the identified services.



